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ERIE v. TOMPKINS 


PART I 


ERIE v. TOMPKINS: IN RELATION TO THE LAW OF 
TRADE-MARKS AND UNFAIR COMPETITION 


By Sergei S. Zlinkoff* 
(Concluded from the September issue) 


III. Tue Erie Case AND LITIGATION INVOLVING REGISTERED TRADE-MARKS 


Although it might appear that we have wandered far afield from the question 
of the relation between the Erie doctrine and the law of trade-marks, the authorities 
excluding the application of that doctrine have a fundamental bearing upon our 
initial inquiry. The nexus lies in the Trade-Mark Acts of 1905° and 1920.% An 
analysis of the terms of these statutes, as well as an appreciation of their broad 
character, will reveal that the basic questions which arise in litigations concerning 
trade-marks registered under them are within the ambit of the foregoing decisions 
wherein the courts have relied upon federal law rather than regarding themselves 
as bound by “appropriate local law.” 

At the outset it should be noted, in the light of our discussion of the D’Oench 
case, that the jurisdiction of the federal courts in controversies involving registered 
marks has two bases, wholly independent of diversity. The Trade-Mark Acts 
themselves confer original and appellate jurisdiction upon the federal courts “‘of all 
suits at law or in equity respecting trade-marks registered in accordance with the 
provisions of this Act, arising under the present Act. ...”* In addition, the Judicial 
Code “ contains the following relevant provisions: 

First, of all suits 
of a civil nature, at common law or in equity . . . . where the matter in controversy exceeds, 
exclusive of interest and costs, the sum or value of three thousand dollars, and (a) arises 
under the Constitution or laws of the United States, or treaties made, or which shall be 
made, under their authority. . . . Seventh. Of all suits at law or in equity arising under 
the patent, the copyright, and the trade-mark laws. 

Likewise of importance is the fact that the Trade-Mark Acts were enacted by 
Congress in the exercise of its constitutional authority over interstate and foreign 


* Editorial Note.—This is the concluding part of an article published in the June issue of 
Columbia Law Review. Special permission has been obtained through the courtesy of the editors 
of the Review and the author to reprint the article in the September and October issues of the 
Reporter. For lack of space, some footnote material of the original article has been omitted. 

60. 33 Stat. 724 (1905), 15 U. S. C. § 81 (1941). 

61. 41 Stat. 533 (1921), 15 U. S. C. § 121 (1941). 

62. 1905 Act. sec. 17, 33 Stat. 728 (1905), 15 U. S. C. § 97 (1941) ; 1920 Act, sec. 6, 41 Stat. 
535 (1920), 15 U. S. C. § 126 (1941), incorporating by reference sec. 17 of the 1905 Act. Sec. 18 
[33 Stat. 729 (1905), 15 U. S. C. § 98 (1941) ], also incorporated into the 1920 Act [41 Stat. 535 
(1920), 15 U. S. C. § 126 (1941) ], gives the Supreme Court jurisdiction to review on certiorars 
the decisions of the circuit courts of appeal. 


63. 36 Stat. 1091 (1911), 28 U.S. C. § 41 (1941). 
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commerce,” and, in the case of the 1920 Act, the treaty-making power as well.” The 
only marks which may be registered under them are those used in interstate or for- 
eign commerce” or—in the case of one class of marks under the 1920 Act—inter- 
nationally registered under the 1910 International Convention for the protection of 
trade-marks and commercial names.” Similarly, the jurisdiction of the federal courts 
to repress infringement and make available to the owners of registered marks the 
statutory remedies, is limited to situations where the alleged offending mark is used 
in interstate or foreign commerce.” Since the Trade-Mark Acts and the rules de- 
veloped for their construction, application, and enforcement operate exclusively 
within the field of interstate commerce, they function within a realm where the su- 
premacy of Congressional power and federal law is now unquestioned.” 

The provisions of the Acts themselves may be grouped under the four major 
problems that arise in trade-mark litigation: (1) registrability or validity; (2) in- 
fringement ; (3) defenses; (4) remedies. 


A. The 1905 Act. 


1. VALIDITY OF REGISTERED Marks. A trade-mark is defined by the 1905 Act 
as including “any mark entitled to registration under the terms of this Act,’”*’ and 
registration is made prima facie evidence of ownership.” Section 5 prescribes the 
characteristics which a mark must possess to be entitled to registration.* The affir- 
mative quality required is that it “distinguish” the goods of its owner from the goods 
of the same class. The section also prescribes certain qualities which the mark must 
not possess, such as, for example, being “descriptive of the goods with which they 
are used, or of the character, or quality of such goods,” or being “merely a geographi- 
cal name or term.”** Similarly, a mark is not entitled to registration if it is identical 
with registered or known trade-marks, or so nearly resembles them “as to be likely 


76. See e.g., Rossmann v. Garnier, 211 Fed. 401, 404 (C. C. A. 8th, 1914. There is no need to 
repeat here Schecter’s illuminating analysis of the subject set forth in Fog and Fiction in Trade- 
Mark Protection (1936) 36 Columbia Law Rev. 60, 67-69. The patent and copyright clause 
was decisively rejected in the Trade-Mark cases, 100 U. S. 82 (1879), as a basis for congressional 
control over trade-marks and that view has not been since questioned in the cases. 

77. This power provides the basis for enabling Congress to carry out the purpose of the 
1920 Act; see Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, 323 
(1938). 

78. Sec. 1 of the 1905 Act, 33 Stat. 724 (1905), 15 U. S. C. § 81 (1941); sec. 1 of the 1920 
Act, 41 Stat. 533 (1920), 15 U. S. C. § 121 (b) (1941). 

79. Sec. 1 (a) 41 Stat. 533 (1920), 15 U. S. C. § 121 (a) (1941), 80. Sec. 16, 33 Stat. 728 
(1905), 15 U. S. C. § 96, (1941) ; sec. 4 of the 1920 Act, 41 Stat. 564 (1920), 15 U. S. C. § 124 
(1941) ; United States Printing & Lithograph Co. v. Griggs Cooper & Co., 279 U.S. 156 (1929). 

81. The breadth of Congressional power is exemplified by the decisions in the National 
Labor Relations Board cases [e.g., N. L. R. B. Jones Laughlin Steel Co., 301 U. S. 1 (1937) | 
and the Fair Labor Standards Act cases [e.g., United States v. Darby Lumber Co., 312 U. S. 106 
(1940)] ; and there can be no longer be any doubt of the sufficiency of that power to sustain the 
constitutionality of the Trade-Mark Acts even though they be interpreted to deal “substantively” 
with trade-mark law. Cf. Schecter, supra note 76, at 73-79. 

82. Sec. 29, 33 Stat. 731 (1905), 15 U. S. C. § 108 (1941). 

83. Sec. 16, 33 Stat. 728 (1905), 15 U. S. C. § 96 (1941). 

84. 33 Stat. 725 (1905), 15 U. S. C. § 85 (1941). 

85. Registration is also denied to marks which consist of (a) immoral or scandalous matter, 
(b) a flag or coat of arms or other insignia of the United States or municipalities or foreign 
nations or designs of fraternal societies, (c) names of individuals, firms, corporations or asso- 
ciations not written or printed in a particular “or distinctive manner,” (d) portraits of living 
individuals except upon written consent of such persons. 





ERIE v. TOMPKINS 101 


to cause confusion or mistake in the mind of the public, or to deceive purchasers.” 
A special proviso permits the registration of marks otherwise non-registrable, which 
have been in actual.and exclusive use by the applicant or its predecessors for the ten- 
year period next preceding the enactment of the statute. 

Although cumbersomely drafted, this section provides self-contained and mean- 
ingful criteria for determining the qualifications of words or symbols entitling them 
to registration as trade-marks. That in this respect the statute has not changed the 
common law tests, and hence has not generally® created “substantive rights” where 
there were none before registration,” does not in any way alter the fact that whether 
or not a mark is properly registered under the statute calls for the construction and 
application of what are now statutory standards. As such, questions of validity call 
for the “interpretation and application of federal statutes,” and under the rule of the 
Prudence case “federal, not local law applies.” 

Yet recently a district court indicated that the validity of registered marks is to 
be governed by “local law,” under the rule of the Erie case.” The fallacious chain 
of the court’s reasoning was as follows: (1) “Substantive rights” are governed by 
local law under the Erie case; (2) registration confers no “substantive rights,” and 
therefore; (3) local law governs validity, i.e., “substantive rights.”” Obviously, the 
court’s conclusion does not follow from its minor premise. Whatever meaning be 
attributed to the confusing phrase “registration confers no ‘substantive rights,’ ”” 


86. But quaere the effect of the ten-year proviso. Cf. Thaddeus Davids Co. v. Davids, 233 
U. S. 461 (1914) ; Plenten v. Gedney, 224 Fed. 382 (C. C. A. 2d, 1915); Charles Hansen's 
Laboratory v. Kirk, 12 F. Supp. 361 (E. D. Pa. 1935) ; Campana Corp. v. Glanzberg, 10 F. Supp. 
876 (E. D. Pa. 1935) and the discussion of this issue by Schechter, supra note 76, at 70, n. 28. 

87. For recent statements to this effect see e.g., Walgreen Drug Stores v. Obear-Nester 
Glass Co., 113 F. (2d) 956, 960 (C. C. A. 8th, 1940), cert. denied, 311 U. S. 708 (1940) ; Ph. 
Schneider Brewing Co. v. Century Distilling Co 107 F. (2d) 699, 703 (C. C. A. 10th, 1939). 
See note 90 infra for a discussion of the meannigs of the phrase and the Supreme Court cases 
upon which these views are predicated. 

88. See the authorities discussed supra pp. 970-973. 

89. See Folmer Graflex Corp. v. Graphic Photo Service, 44 F. Supp. 429, 432 (D. Mass. 
1942); cf. Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 119 F. (2d) 316 
(C. C. A. 6th, 1941), discussed infra, p. 981 ff. 

90. This phrase stems from language in certain Supreme Court decisions which when 
analyzed will be seen to be wholly unrelated to the subject of the applicable law in litigations 
involving marks registered under the 1905 Act. Thus the Court in Hanover Star Milling Co. 
v. Metcalf; 240 U. S. 403, 410 (1916) carefully pointed out that the suit did not involve registered 
trade-marks. Similarly the oft-quoted language in United Drug Co. v. Rectanus Co., 248 U. S 
90, 98 (1918), “Property in trade-marks and the right to their exclusive use rest upon the laws 
of the several states, and depend upon them for security and protection,” must be viewed in the 
light of the fact that only common law rights were involved i in the action (pp. 99-100) and taken 
in connection with the clause immediately following it, “the power of Congress to legislate upon 
the subject being only such as arises from the authority to regulate commerce with foreign nations 
and among the several states and with the Indian tribes. Trade-Mark Cases, 100 U. S. 82, 93. 
Here is no negation of the power to legislate “substantively” but merely a notation of its source 
as the commerce clause and not the copyright and patent provision of the Constitution (see note 76 
supra). 

Estate of Beckwith v. Commissioner, 252 U. S. 538, 543 (1920) can be taken to mean no more 
than that the 1905 Act did not “change” the “substantive” law of trade-marks and the same is true 
of American Steel Foundries v. Robertson, 269 U. S. 372, 381 (1926). The dictum in the latter 
case to the effect that Congress ‘. . . . has been given no power to legislate upon the substantive 
law of trade-marks ... .” either must be taken to mean that there is no independent source of 
Congressional power over trade- marks such as there is in the case of patents and copyrights 
(U.S. Const. Art. 1, § 8) or else is unsound (see supra p. 975), but in any event affords no basis 
for resolving questions of construction and application of a federal statute—although a codificatory 
one—by reference to divers state laws. United States Printing and Lithograph Co. v. Griggs, 
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that shibboleth should not be allowed to obscure the fact that registration con- 
stitutes a federal administrative determination” that a mark possesses the qualities 
—as laid down by the statute—of a valid trade-mark, and, at least prima facie, as 
such is entitled to statutory protection. As Mr. Justice Hughes, in the leading case 
of Thaddeus Davids Co. v. Davids Mfg. Co., declared in sustaining the validity of 
a mark registered under the ten-year proviso of the act: 


The applicant, who, by virtue of actual and exclusive use is entitled to register his 
mark under this clause becomes on due registration “the owner” of a “trade-mark” 
within the meaning of the act and he is entitled to be protected in its use as such.®” 


Similarly, in comparing resemblance between marks registered under the ten- 
year proviso and common law trade names which had acquired a secondary mean- 
ing, Mr. Justice Hughes carefully pointed out : 


. . this is not to say that, in this view, the case becomes one simply of unfair com- 
petition, as that category has been defined in the law; for, whatever analogy may exist 
with respect to the scope of protection in this class of cases, still the right to be protected 
against an unwarranted use of the registered mark has been made a statutory right, and 
the courts of the United States have been vested with jurisdiction of suits for infringement, 
regardless of diversity of citizenship.®* 


Is it not fantastic to assert that this “statutory right” is to be governed by divers 
local laws rather than receive the uniform interpretation called for by the national 
character of the legislation? 


2. INFRINGEMENT. Section 16 of the 1905 Act™ defines infringement as a “re- 
production, copy or colorable imitation” of a registered trade-mark. This statutory 
test has never been treated as being different from that of the common law,” although 


Cooper Co., 279 U. S. 156 (1929) rests upon two bases (1) the infringing mark was not used in 
interstate or foreign commerce, (2) registration “. . does not enlarge common law rights within 
a state where the mark has not been used,” neither of which propositions has any relation to the 
problem under discussion. Finally, the overworked language from American Trading Co. v. 
H. E. Heacock Co., 285 U. S. 247, 258 (1932) (“.... the Federal statute did not attempt to 
create exclusive substantive rights in marks . . . but to provide appropriate procedure and to 
give the described protection where property rights existed. The acquisition of such property 
rights in trade-marks rested upon the laws of the several states.”) must not be torn from the 
context of the issue before the Court, namely, whether the 1905 Act should be regarded as dis- 
placing rights acquired under the Philippine Trade-Mark Act so far as the latter applied to 
local commerce. The very cases cited by Hughes, C. J—United Drug Co., American Steel 
Foundries and U. S. Printing & Lithograph Co.—show that these remarks were not intended to 
refer to the extent to which Congress had exercised its power over interstate commerce. 

Furthermore, what are “substantive rights” from the point of view of the application of the 
Erie doctrine, may be wholly different from the other purposes with respect to which it was 
declared that the 1905 Act did not affect such rights. Thus it cannot be doubted that the statute 
shifts the traditional burden of proof with respect to attacks upon the validity of marks registered 
under it and yet burden of proof has been held to be a “substantiva matter” and hence within 
the Erie case. See, e.g., Cities Service Oil Co. v. Dunlap, 308 U. S. 208 (1939) ; New York Life 
Ins. Co. v. Rogers, 126 F. (2d) 784 (C. C. A. 9th, 1942). Hence in this respect it cannot be 
denied that the 1905 Act does affect “substantive rights.” But to involve ourselves in such a dis- 
cussion means concern with an issue that is totally irrelevant to the question under discussion ; 
namely, what law governs the construction, interpretation and application of a federal statute, 
whether or not it affects “substantive rights.” 

91. Secs. 1 to 9 inclusive (33 Stat. 504 [1905], 15 U. S. C. §§ 81-89 [1941]) set up compre- 
hensive administrative machinery in the Patent Office to deal with the registration of marks. 

92. 233 U. S. 461, 469 (1914). 

93. Id. at 471. 

94. 33 Stat. 728 (1905), 15 U. S.C. § 96 (1941). 

95. E.g., Dixie-Cola Laboratories, Inc. v. Coca-Cola Co., 117 F. (2d) 352 (C. C. A. 4th, 1914), 
cert, denied, 314 U. S. 629 (1941). 
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the more familiar language of the latter is that which we have already seen embodied 
in the sections dealing with registration. Here again, the fact that the statute 
merely codifies the common law standards affords no basis for making the laws of 
the several states determinative of whether a registered mark has been infringed by 
another mark, both being used in interstate commerce. Not only the Trade-Mark 
Acts, but many federal statutes, as well as the Constitution, contain terms having a 
common law significance, but this background has never been held to make the laws 
of the several states binding upon the federal courts in their interpretation of the 
language. Both before and since the Erie case, such questions of interpretation and 
application have been regarded as a proper field for the continued development of 
federal common law.” As Mr. Justice Jackson stated with reference to that law in 
this very connection : 


Were we bereft of the common law, our federal system would be impotent. This follows 
from the recognized futility of attempting all-complete statutory codes, and is apparent 
from the terms of the Constitution itself. 


Without offering any reasoned analysis, two recent decisions of the Seventh 
Circuit Court of Appeals arrive at a conclusion, as to the law governing claims of 
infringement with respect to registered marks, similar to the one we have set forth.“ 
Although holding that common law claims of unfair competition were to be resolved 
in accordance with “local law,” the court held that the claims of infringement were 
to be resolved upon the basis of federal law. Its most recent pronouncement con- 
tains no more than the statement: 


. we are of the opinion that trade-mark infringement, in view of the Federal 
Statute providing for registration, presents an exception to the doctrine of Erie v. Tomp- 
kins, 304 U. S. 64, and is to be determined by general federal law.°*” 


3. DeFeNseEs. Although the act comprehends this subject within its terms, de- 
fenses are not as fully dealt with as the other major questions that arise in the course 
of trade-mark litigation. Thus Section 21 merely provides: 


No action or suit shall be maintained under the provisions of this act in any case 
when the trade-mark is used in unlawful business, or upon any article injurious in itself, 
or which mark has been used with the design of deceiving the public in the purchase of 


merchandise, or has been abandoned, or upon any certificate of registration fraudulently 
obtained.” 


This language, embracing as it does a number of defenses to charges of infringe- 
ment—obviously indicates a Congressional intent to include this subject within the 
framework of the statute. It would be anomalous to have some defenses with re- 
spect to registered trade-marks governed by federal law and others by local rules. 
Indeed, the decisions in the Prudence, D’Oench and Western Union Telegraph cases, 


96. See supra, p. 976. 

97. See supra, pp. 970-973. 

98. D’Oench, Duhme Co. v. Federal Deposit Ins. Co., 62 Sup. Ct. 676, 685 (1942). 

98a. Rytex v. Ryan, 126 F. (2d) 952 (C. C. A. 7th, 1942); Time Inc. v. Viobin Corp., 
C. C. A. 7th, June 15, 1942. 

98b. See Time Inc. v. Viobin Corp., cited supra note 98a. 

99. 33 Stat. 729 (1905), 15 U. S.C. § 101 (1941). 
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which we have already discussed,” would seem to leave little doubt that, since so 
much of the field is covered by the statute, those defenses not specifically mentioned 
in Section 21 should nevertheless continue to be governed by federal law. 


4. Remepies. The provisions of the act are most extensive and detailed upon 
this subject. Section 19 confers upon the federal courts the “power to grant injunc- 
tions according to the course and principles of equity, to prevent the violation of 
any right of the owner of a trade-mark registered under this act, on such terms as 
the court may deem reasonable.’”** An injunction so granted is made operative, by 
Section 20,” throughout the United States, thus fortifying the conclusion that local 
laws are not intended to govern the grounds for, or the terms or conditions of an 
injunction. The owner may recover damages in an action at law and the court is 
empowered to “.. . enter judgment for any sum. . . according to the circumstances 
of the case, not exceeding three times the amount of such verdict.””™ 

Likewise, in an equity action, discretionary treble damages, as well as profits, 
may be recovered upon the rendition of a decree restraining “the wrongful use of a 
trade-mark.” The statute specifically provides: “. . . and in assessing profits the 
plaintiff shall be required to prove defendant’s sales only ; defendant must prove all 
elements of costs which are claimed.’”** An additional sanction in the event of a 
finding of infringement is the power granted a court to order that “all labels, signs, 
prints, packages, wrappers, or receptacles” bearing the infringing mark “be delivered 
up and destroyed.” 

The continued existence of a large body of federal common law dealing with 
these remedial provisions, especially those concerned with the occasion for and the 
scope of profit accounting,” would seem assured by the recent decision of the Su- 
preme Court in Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge" The full 
significance of this decision in relation to the subject under discussion can only be 
grasped when it is viewed in the light of the proceedings below,’” and the errors 
which the appellant urged were committed by the circuit court of appeals.’ 

Claiming that the detached rubber heels sold by defendant bore infringements of 
its registered mark imbedded in heels attached to the shoes sold by it, plaintiff sought 
an injunction as well as an accounting of profits and damages. The trial court, find- 
ing that plaintiff had a valid registered trade-mark, enjoined defendant’s use of the 
infringing symbols, but in granting an accounting limited it solely to profits from 
sales which the plaintiff could prove were made “to purchasers who were induced to 
buy because they believed the heels to be those of the plaintiff and which sales plain- 
tiff would otherwise have made.”"° The circuit court of appeals affirmed the find- 
ings of the lower court and approved the limited form of accounting, not deeming 


100. See supra pp. 970-973. 
101. 33 Stat. 729 (1905), 15 U. S. C. § 99 (1941). 
102. 49 Stat. 1921 (1936), 15 U. S.C. § 100 ‘gl 
103. 33 Stat. 728 (1905), 
104. 33 Stat. 729 (190 ‘a 15 
. 49 Stat. 1921 (1936), 15 U. S.C. §§ 96, 99 (1941). 
. 62 Sup. Ct. 1022 (1942), rehearing denied, 62 Sup. Ct. 1287 (1942). 
. 119 F. (2d) 316 — C. A. 6th, 1941). 
. Petitioner’s Brief, pp. 4-5. 
. 62 Sup. Ct. 1022, i025 (1942). 
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the questions to be affected by the provisions of the 1905 Act or governed solely by 
federal law. On the contrary, relying upon local as well as federal cases to sustain 
its decision, the appellate court at the outset of its opinion declared: 
The registration of appellant’s trade-marks did not enlarge its substantive rights... . 
Whatever substantive rights appellant may have in the premises arise under law and 


are within the scope of Erie Railroad Co. v. Tompkins. . . . However, the parties make 
no claim that the local law is different from the general law on the subject. . . 2" 


The Supreme Court granted certiorari “solely to review the provisions of the 
decree dealing with the measure of profits and damages for the infringement found 
by the lower courts.’”””’ The plaintiff, arguing that the limited form of the account- 
ing was contrary to the provisions of Section 19 and the application which they had 
received by the federal courts, urged in its specification of errors that: 

The court below erred in construing the accounting provision of the Trade-Mark Act 


of 1905 as substantive law, and in holding that such provision of the Act of Congress is 
superseded by the local state law under the doctrine of Erie Railroad v. Tompkins 


By a vote of four to three,™* the decision of the circuit court was reversed. Ignor- 
ing an opportunity to clarify decisively the relation between the Erie doctrine and 
issues involving registered trade-marks,” the inapplicability of that case was simply 
taken for granted by the Court. Both the majority and the minority treated the mat- 
ter as one involving the construction and application of the provisions of Section 19, 
and neither made any reference to local law, relying exclusively on federal precedents. 
Mr. Justice Frankfurter, writing for the prevailing view, pointed out: 


The “right to be protected against unwarranted use of the registered mark has 


been made a statutory right” by that Act. Thaddeus Davids Co. v. Davids, 233 U. S. 
461, 471.44° 


Likewise, after considering the language and purpose of Section 19, and conclud- 
ing that the infringer, not the plaintiff, has the burden of proving that sales took 
place “for any reason other than a response to the diffused appeal of plaintiff’s sym- 
bol,” Mr. Justice Frankfurter stated : 


The starting point of the case before us is respondent’s infringement of the petitioner’s 
trade-mark in violation of the federal Act.1* 


111. 119 F. (2d) 316, 322 (C. C. A. 6th, 1941). 

112. 62 Sup. Ct. 1022, 1023 (1942). 

113. Petitioner’s Brief, p. 4. The strength of the fetish about the trade-mark statute and 
“substantive rights” (see supra, p. 977 and notes 87, 89, 90) is shown by petitioner’s statement 
that the statute is “procedural” and “Federal registration does not create substantive rights.” His 
argument was that “.. . . when substantive rights are in existence and the trade-mark is validly 
registered under the Trade-Mark Act of 1905 .... the remedies and procedure set out in that 
statute are applicable . . . . and should be regarded as paramount to local law.” (Brief, pp. 20, 21). 

114. Chief Justice Stone and Justice Roberts took no part in the consideration or decision of 
the case. The majority consisted of Justices Frankfurter, Reed, Jackson and Byrnes, the minority 
of Justices Black, Douglas and Murphy. 

115. The Court’s failure to deal expressly with the relation between the Erie case and 
registered trade-marks is all the more surprising in view of the statement in the per curiam 
opinion rendered only a few weeks before in the Pecheur case that certiorari had been granted 
there “. . . . in order to determine whether local or federal law should have been applied in a 
suit for infringement of a trade-mark registered under the Trade-Mark Act of 1905....” only 
to have the Court find that the mark in question was not so registered. See supra, p. 961. 

116. 62 Sup. Ct. 1022, 1024 (1942). 

117. Id. at 1025. 
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Similarly, the dissenting opinion written by Mr. Justice Black, considering the 
majority’s decision, concluded : 


Finding nothing in the Trade-Mark Act of 1905 which compels such a result, I can 


see no abuse of discretion in the decree of the trial court which the Circuit Court of 
Appeals affirmed."® 


Although neither opinion expressly discusses the effect of the Erie case upon the 
applicable law in construing and applying the provisions of Section 19, the nature of 
the opinions in relation to the views expressed by the circuit court of appeals makes 
it clear that the federal courts are not to be bound by local law in applying the 
remedial provisions of the Trade-Mark Act, whether or not they be deemed “sub- 
stantive.” Indeed, the emphasis in the opinions on the statutory framework of the 
issues and the repeated references in Mr. Justice Frankfurter’s opinion to the Thad- 
deus Davids case lends considerable support to the analysis we have presented with 
respect to all issues concerning registered marks. 


B. The 1920 Act. 


Although it incorporates those provisions of the 1905 Act dealing with infringe- 
ment,”*® defenses and remedies,’ the differences between the two statutes as to 
registrability and the intertwined questioned of validity make necessary-a separate 
consideration of the applicable law in litigations involving marks registered under 
the 1920 Act. Enacted to enable “. . . manufacturers to register their trade-marks 
in this country for the purpose of complying with legislation in foreign countries 
which necessitates registration in the United States as a necessary preliminary for 


such foreign registration,”’” the Act allows registration of all marks communicated 
under the 1910 Buenos Aires convention providing for international registration,’ 
as well as providing registration of all marks used bona fide for one year in foreign 
or interstate commerce and not registrable under the earlier enactment, excepting 
only marks “identical” with or which “so nearly resemble” known trade-marks used 
in foreign or interstate commerce in connection with merchandise of the “same de- 
scriptive properties” “as to be likely to cause mistake or confusion in the mind of 
the public or to deceive purchasers.’”™ 

Such registration does not establish even prima facie ownership in the mark and 
it does not entitle the word or symbol to be denominated as a trade-mark, as it did 
by definition in the 1905 Act. Further, registration does not require the affidavit 


118. Jd. at 1026. 

119. Sec. 4; 41 Stat. 534 (1920), 15 U. S. C. § 124 (1941) repeats practically verbatim the 
language of section 16 of the 1905 Act, merely omitting the clause in the latter to the effect that 
“registration .. . . shall be prima facie evidence of ownership.” 

120. Sec. 6, 41 Stat. 535 (1920), 15 U. S. C. § 126 (1941). 

121. Sen. Rep. No. 432, 66th Cong., 2nd Sess. (1922) 2. Likewise the Commissioner of 
Patents declared at the House hearings: “Now, to say that every mark that should be registered 
in South America should be registered here would upset all our ideas about what is a good trade- 
mark. So that in the discussions before the Senate committee a year ago, this thought was 
finally adopted and seemed to remove all of the trouble—that all marks that were received from 
South America, we would put them on a register here. This does not give them prima facie 
ownership. There is nothing in this bill that says that registration shall be prima facie evidence 
of ownership.” Hearings before Committee on Patents on H. R. 9023, 66 Cong., 1st Sess. (1919). 

122. Sec. 1 (a) ; 41 Stat. 533 (1920), 15 U. S. C. § 121 (a) (1941). 

123. Sec. 1 (b); 41 Stat. 533 (1920), 15 U. S.C. § 121 (b) (1941). 

124. See supra, p. 976. 
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of ownership necessary in the case of 1905 registrations,” and unlike the earlier Act, 
there is no administrative machinery expressly provided to determine initially 
whether a mark is qualified for registration.’” 

Clearly the 1920 Act is designed to permit registration of marks not inherently 
qualified to perform the function of trade-marks—namely, to distinguish—without 
establishing in any sense statutory rights of ownership in such words or symbols 
even in a qualified manner. Hence the cases have declared registration under the 
1920 Act to have no effect upon “domestic rights,”"” or “substantive rights,’”* and 
to leave a plaintiff standing “. . . entirely upon common law rights, as though there 
had been no registration at all.”*” But these statements were made in connection 
with resolving the problem of whether statutory rights were conferred or the com- 
mon law left unchanged, and not with reference to which common law—federal or 
state—governed the various problems that arise in litigation involving marks regis- 
tered under the 1920 Act. 

Naturally, all such issues will be governed by federal and not local law, if the Erie 
doctrine be held—as Mr. Justice Jackson indicated in the D’Oench case*”—not to 
extend beyond cases where the federal court’s jurisdiction is predicated upon diver- 
sity of citizenship. But even if this view does not prevail, the Act of 1920 provides 
a statutory framework sufficiently comprehensive—although less so than the 1905 
Act—to make federal law determinative of the issues that arise in litigation involv- 
ing marks registered under it. 

Since the major problems of infringement, defenses and remedies are covered by 
the very same statutory provisions found in the 1905 Act upon the same matters, 
our analysis and conclusions as to the governing law with respect to those issues in 
litigations arising under the earlier act are equally applicable in suits involving marks 
registered under the 1920 Act. 

The issue of validity, however, presents itself in an entirely different manner 
under the 1920 Act, as contrasted with the earlier act. The concept of “ownership” 
means different things in the two acts because of the differences in the types of mark 
respectively registrable under them. In the earlier one it means exclusive rights in 
a valid trade-mark, and registration constitutes prima facie recognition of such rights 
as well as of the valid character of the mark, whereas registration under the 1920 Act 
establishes neither of these propositions and “ownership,” with respect to marks 
registered under it can only—in view of the character of the marks qualified for 
such registration—mean establishing a secondary meaning for such marks. As Mr. 
Justice Reed in the Armstrong Paint & Varnish Works v. Nu-Enamel Corp. case— 
the most authoritative exposition of the 1920 Act and its relation to the earlier 
statute—said : 


125. Sec. 2; 33 Stat. 724 (1905), 15 U. S. C. § 82 (1941). 

126. See supra, pp. 977-978. 

127. See Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 117, n. 3 (1938). 

128. See Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315, 322 (1938). 
129. See Sleight Metallic Ink Co. v. Marks, 52 F (2d) 664, 665 (E. D. Pa. 1930). 

130. See supra, p. 973. 

131. See supra, pp. 976-983. 
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Remedies are afforded registrants under the 1920 Act, but these remedies are for 
“owners,” and actual and exclusive use, short of a secondary meaning, does not qualify 
a registrant under the 1920 act as an owner. That ownership must be established by proof.**? 


What law shall furnish the yardstick by which it is determined whether a second- 
ary meaning of a mark has been proven, thereby establishing “ownership” with re- 
spect to it, so as to bring into operation the provisions of the act dealing with in- 
fringement, defenses and remedies? Since these other problems are to be resolved 
upon the basis of federal law—and since the issue of secondary meaning arises out 
of the construction of the word “ownership” as used in the statute—this question 
should likewise be governed by a uniform common law. Ample authority for this 
view would seem to be provided by the Prudence case and the others of its kind." 

Our analysis of trade-mark litigation involving registered marks has shown that 
it calls for (a) the interpretation and application of general statutory language, (b) 
the application of specific statutory provisions, and (c) the determination of inter- 
stitial and cognate issues not expressly covered by the statutes. The two Trade- 
Mark Acts together are sufficiently comprehensive to make inescapable the conclu- 
sion that Congress has occupied this field and that federal common law should con- 
tinue to be decisive in resolving the various issues that arise in litigations involving 
marks registered under them. Otherwise the law governing the issues in these liti- 
gations will become a conglomeration of disconnected rules stemming from diverse 
sources without there being any sound policy considerations served thereby. 

It has long been pointed out that various deficiencies have served to make regis- 
tration under the Trade-Mark Acts hardly worth the time and expense.“ Now, 


however, a registrant may have the advantage of being able to determine the scope 
of his rights by reference to a single historic federal common law rather than specu- 
late upon the interpretation which forty-eight bodies of state common law—in many 
instances poorly developed and reasoned—will receive at the hands of divers federal 
courts. 


IV. THe Erte Cas—E: ComMON Law CLAIMS AND REGISTERED 
MarKS IN ONE Swit 


Unfortunately, one cannot dispose of the relation between the Erie doctrine and 
the law of trade-marks and unfair competition simply by stating that it does not 
apply where the issues concern registered trade-marks, but is operative where com- 
mon law rights are involved—with perhaps some reservations where there is inter- 
state usage of the marks or methods.”** Additional complications are introduced by 


132. 305 U. S. 315, 335 (1938). In his discussion of remedies under the 1920 Act, Justice 
Reed’s opinion contains the following footnote: “Since neither party has relied upon state law, 
we do not consider any effect it might have on our conclusions.” Jd. at 333, n. 19. 

133. See supra, pp. 970-973. 

134. Rogers’ trenchant criticism, The Expensive Futility of The United States Trade-Marks 
Statute (1914) 12 Mich. L. Rev. 660, is equally valid today. See Derenberg, Trade-Mark Pro- 
tection and Unfair Trading (1936) c. XII, for an analysis of the case law demonstrating the 
weaknesses in present-day registration. 

135. There is a faint possibility that the Supreme Court will recognize the burdens on inter- 
state commerce that the application of the Erie rule will entail and invoke its oft-repeated views 
as to the necessity of freeing interstate commerce from such burdens as the grounds for holding 
these cases governed by federal law. Cf. Western Union Telegraph Co. v. Brown, 234 U. S. 542 
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the fact that the Trade-Mark Acts preserve all common law rights and remedies 
“which any party aggrieved by any wrongful use of any trade-mark might have had 
if the provisions of this Act had not been passed.”"* What is the governing law 
where a claim is predicated upon (a) registration, (b) common law rights, where 
the jurisdiction of the federal court is based upon the Trade-Mark Act? Suppose 
diversity of citizenship is also present to sustain jurisdiction, are there differences in 
the applicable law? For several reasons, any answers to such questions can, at best, 
be only of a suggestive nature. First, an infinite combination of facts, bases of claims 
and sources of jurisdiction are possible. Second, there is a complete absence of 
reasoned guidance from the cases. Third, little assistance can be gained from 
analogies,” because the problems largely owe their existence to the dual preserva- 
tion of common law rights as well as those under the Trade-Mark Acts, each set of 
claims being governed by different law although the factual foundation of both may 
be the same. Therefore, venturing gingerly into the realm of jugglery, we venture 
to indicate possible answers to the more common problems that are likely to arise. 

Let us assume a federal jurisdiction based upon either Trade-Mark Act. Our 
analysis has shown that initially all questions involving the registered mark should 
be resolved by federal law. If the Erie doctrine be held not to apply where grounds 
other than diversity are the basis of jurisdiction,“* then federal law should also 
govern all common law claims of infringement—in the event that the mark is held 
invalidly registered—as well as related claims of unfair competition. Jurisdiction 
over both these sets of claims would be based upon the doctrine of Hurn v. Oursler*® 
as applied in Armstrong Paint & Varnish Works v. Nu-Enamel Co. to suits in- 
volving registered trade-marks, namely, the close connection of the common law 
claims with those asserted in relation to the registered mark. If the Erie doctrine 


(1914) ; Western Union Telegraph Co. v. Pendleton, 122 U. S. 347 (1887) ; Southern Express Co. 
v. Byers, 240 U. S. 612 (1916). See Note, Application by Federal Courts of State Rules on 
Conflict of Laws (1941), 41 Columbia Law Rev. 1403, 1405, n. 13. 

136. Sec. 23 of the 1905 Act, 33 Stat. 730 (1905), 15 U. S. C. § 103 (1941); sec. 6 of the 
1920 Act, 41 Stat. 535 (1920), 15 U. S. C. § 126 (1941) incorporates this provision by reference. 

137. Analogies might be found in cases where the Erie doctrine is held inapplicable because 
of the presence of a federal question and the court passes on what law governed the non-federal 
questions. Although the Supreme Court to date has not passed on the question, it may do so in 
Sola Electric Co. v. Jefferson Electric Co., 125 F. (2d) 322 (C. C. A. 7th, 1941), cert. granted, 
62 Sup. Ct. 946 (1942). Here jurisdiction was based on the patent laws, and a claim of infringe- 
ment and breach of patent license was involved. The circuit court, without even mentioning the 
Erie case, treated all the issues as governed by federal law, but the Supreme Court in granting 
certiorari, stated: “Counsel are requested to discuss in their briefs on the argument of this 
case (1) whether federal or state law applies, and (2) in the event that state law is held to govern, 
what the applicable state law is.” It may be that the Court intends in this case to lay down rules 
as to the governing law for the various types of issues that may arise in non-diversity cases. 
Cf. Peerless Weighing & Vending Mach. Corp. v. International Ticket Scale Corp., 126 F. (2d) 
239 (C. C. A. 3d, 1942) (Suit for patent infringement ; affirmative defense of release governed by 
local law): “The affirmative defenses do not rest upon patent law but arise out of matters, 
ex contractu. Consequently, we look to the rule of conflicts of the forum in order to determine 
the law applicable in the interpretation of the settlement agreement and release.” (p. 241). 

138. See supra, p. 973. 

139. 289 U. S. 238 (1933). 

140. 305 U. S. 315 (1938). Quaere the scope of the federal courts’ derivative jurisdiction 
under this doctrine. Cf. Treasure Imports Inc. v. Henry Amdur & Sons Inc., 127 F. (2d) 3 
(C. C. A. 2d, 1942) ; Pure Oil Co. v. Puritan Oil Co., 127 F. (2d) 6 (C. C. A. 2d, 1942) ; Musher 
Foundation, Inc. v. Alba Trading Co., 127 F. (2d) 9 (C. C. A. 2d, 1942) (Clark, J. dissenting 


at p. 12: “I can only express the hope that the bar and the district judges are not as mystified as 
to the law of this Circuit as I am.”). 
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be not so limited, then greater difficulties will ensue. Thus if a mark is validly reg- 
istered, issues concerning it will be determined by reference to federal law, but claims 
of unfair competition perhaps inextricably interwoven with it may be governed by 
divers state laws. Similarly, if after applying federal law a mark is found to be in- 
validly registered, then there will remain common law claims of infringement, as 
well as, possibly, additional ones of unfair competition and the federal court at this 
stage may be obliged to resolve such problems on the basis of the “applicable local 
law.” Clearly, here are considerations of the greatest practical importance why the 
Erie doctrine should not be extended to non-diversity cases. Where jurisdiction of 
the federal courts is based on grounds other than diversity, there are apt to be pre- 
sented federal as well as non-federal questions interwoven in various degrees. The 
application of different sources of governing law to various issues in the same law- 
suit will create endless complications and result in fine-spun distinctions that will 
make those generated by Swift v. Tyson look like child’s play. Nor do there seem 
to be any reasons of policy either necessitating or justifying the creation of such a 
maze of uncertainties. 

Even more complicated problems are apt to be presented if we assume a federal 
jurisdiction predicated upon diversity of citizenship, as well as upon either Trade- 
Mark Act. Of course, it is easy to say that issues involving statutory questions 
should be governed by federal law and those based upon common law assertions de- 
termined by the “applicable local law.” But suppose the factual foundations of both 
claims are the same or inextricably interwoven? Further difficulties and uncertain- 
ties will arise out of the intermingling of common law and statutory claims, since the 
tests of validity and infringement, as well as most of the remedies, are the same un- 
der the Statutes as at common law. How is one to determine whether rights are 
being predicated upon one, or the other, or both? Consider what it means for courts 
and litigants to have to resort to both federal and state law—with all the problems of 
its cwn that resort to the latter entails—as determinative in one litigation of the same 
issues based upon, likely as not, identical or interwoven fact situations. Yet two 
recent decisions of the Seventh Circuit Court of Appeals hold that such is the duty 
of the federal courts and the unenviable prospect which faces business men. 


141. Thus in the recent case of Rytex v. Ryan, 126 F. (2d) 952 (C. C. A. 7th, 1942) there 
were (a) claims of infringement of registered trade-marks, (b) issues of unfair competition. 
Diversity of citizenship was present but was not mentioned by the court which decided the ques- 
tion of trade-mark infringement upon federal law and then concluded with respect to the charges 
of unfair competition: “As to whether defendant’s mark, as used, constitutes infringement is 
dependent upon substantially the same proof as is required to support the charge of unfair com- 
petition. . . . In establishing such a charge of unfair competition we are of the view that plaintiff 
must show more than slight confusion . . . . and such proof must be by clear preponderance 
of the evidence. .. . Undoubtedly, this is the rule in Illinois and perhaps in the Federal courts. . . . 
Whatever may be the rule in the Federal courts, however, we think the state court rule must be 
applied. Addressograph-Multigraph Corp. v. American Expansion Bolt & Mfg. Co. ...” (p. 954). 

Similarly in Time Inc. v. Viobin Corp., C. C. A. 7th, June 15, 1942, there was (a) claim of 
infringement with respect to a registered mark (b) claim of unfair competition based upon same 
facts as infringement claim. Although the court held (a) to be governed by federal law it refused 
to hold that (b) was likewise controlled, saying: “Plaintiff advances the theory that the two 
phases of the case i.e. infringement and unfair competition, are so inextricably bound together 
that it is not practical to separate them and say that the Federal law is to be applied to infringe- 
ment, and local law to unfair competition. It is therefore argued that the Federal law must be 
applied to each. No authority is cited in support of this contention and we do not believe it is 
sound. In conformity with the authorities cited, we think that unfair competition must be deter- 
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With due respect to the tribunal rendering these decisions, neither authority nor 
policy considerations justify the uncertainties and difficulties which their application 
will necessarily entail. We believe a contrary result is indicated if the underlying 
philosophy and objectives sought to be accomplished by the Supreme Court in pro- 
mulgating the Erie doctrine be considered in relation to the problems under discus- 
sion. As we have seen,’** the heart of the evil sought to be eliminated is the possi- 
bility that “the fortuitous circumstance of residence” should lead to “one rule of 
State law for litigants in the state courts and another for litigants who bring the 
same question before the federal courts.” Certainly this objective will be accom- 
plished by a ruling that all claims over which jurisdiction of the federal courts is 
sustainable simply by virtue of diversity of citizenship shall be adjudicated upon the 
basis of the applicable local law. The underlying policy would in no way seem to 
be impaired by a ruling that all issues over which federal jurisdiction is sustainable, 
other than upon the basis of diversity, be governed by federal law, regardless of 
whether or not diversity is also present in the particular case. 

Such a rule would greatly simplify the task of the courts and counsel by making 
federal law determinative of all issues except those over which the federal court 
would not have jurisdiction, except for diversity of citizenship. While in some in- 
stances there will still be the possibility that both federal and state law will be ap- 
plicable to related issues in one litigation, this is a difficulty inherent in the fact that 
different concepts underlie the various bases of federal jurisdiction. Likewise, it is 
a problem that cannot be altogether eliminated with respect to the field of trade- 
marks and unfair competition in view of the express statutory provision in the Trade- 


Mark Acts preserving all common law rights and remedies which a registrant “might 
have if the provisions of this act had not been passed.” 


LEGAL EFFECTS OF CONSENT TO REGISTRATION OF CON- 
FUSINGLY SIMILAR TRADE-MARKS IN ARGENTINA* 


By Dr. B. Salomon, Buenos Aires 


An important change has of late taken place in the view taken by the Argentine 
Courts with regard to the legal effects of “consents” furnished by the owners of 
earlier registrations to the grant of confusingly similar marks in favor of other 
parties. 


Formerly, the view was generally held that, even though the earlier registrant 
consented to a confusingly similar mark being registered by another firm or person, 
the Patent Office is entitled to refuse registration in view of the provisions of Art. 21 


mined by local law.” The only authorities cited by the court were its own decisions in the 
Rytex and Addressograph cases and the Supreme Court ruling in the Pecheur case. Neither of 
the last two cases have anything to do with the issue that confronted the court in the Time 
case, and as the quotation from the Rytex case, supra, shows, no authority in point was cited 
to support its ruling in that case. 

142. See supra, p. 960 and cases cited supra note 19. 


* Note—In Argentina each trade-mark application may cover any or all products included in 
any one of the twenty-five classes. No declaration as to the goods upon which the mark has 
been or will be used is required. 
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of the Trade-Mark Law which establishes that the Patent Office shall grant registra- 
tion unless “the same or similar marks . . . . have previously been granted.” 

This view has now virtually been abandoned and it may be of interest to readers 
of the Reporter to have a short résumé of the most important decisions showing the 
way in which a principle once generally accepted has slowly been superseded by a 
completely new interpretation of the law. 

Prior to the year 1938, the Patent Office as well as the Federal Courts held on 
many occasions that if two marks are confusingly similar, they should not be allowed 
to exist side by side on the register even though the owner of the earlier registration 
consented to the new mark being granted. Among the many decisions founded 
upon this doctrine are the judgments rendered by the Federal Appellate Court of 
the City of Buenos Aires under date of June 7 and 19, 1935, In re Fabriche Riunite 
Industria Gomma Torino S. A. ex-parte (1935 Patentes y Marcas 347). In this 
particular case, registration of “Superga” was refused on an earlier registration of 
“Superba” despite the fact that the owner of the latter mark had expressly stated 
that he had no objection to the application for “Superba” being granted. In refer- 
ring to the generally accepted doctrine, the Court said that “no mark which is liable 
to lead to confusion with another one should be granted, even though the owner of 
the latter, who is the party directly affected, furnish a consent, because the law also 
provides for the protection of the consuming public whose interests would otherwise 
not be safeguarded.” 

The decision which marked the beginning of a gradual change in the attitude 
hitherto adopted in cases of this kind was the judgment rendered by the Supreme 
Court on October 17, 1938, In re Manufactura Algodonera S. A. ex-parte (1938 
Patentes y Marcas 462. This Company, as reported in an earlier issue of the 
Reporter (vol. 32, p. 55), applied for registration of the trade-mark “Sol” (Spanish 
for “sun”) in Class 16. The application was opposed by the owners of the mark 
“Sun” registered in respect of all goods in the same class, but the opposition was 
subsequently withdrawn upon the application being limited to footwear. Further- 
more, the owners of “Sun” filed a statement placing on record that they agreed to 
the “Sol” application being allowed in respect to footwear since they were only using 
their mark in connection with toilet soaps. Nevertheless, the Patent Office, whose 
decision was confirmed by the Trial Court and the Court of Appeal, refused regis- 
tration. The Supreme Court, however, reversed the decisions of the lower Courts 
and directed the Patent Office to grant registration in respect of “footwear.” The 
Court held that “. ... neither Art. 22 of the law nor any other provision empowers 
the Commissioner to give preference to the presumed interest of the consuming 
public over the express statement made by the owner of a similar mark to the effect 
that he consents to the new mark being registered, if the special circumstances of 
the case render it unlikely that the public would be misled or deceived as regards the 
quality of the product.” 

The Supreme Court found that such “special circumstances” were present in the 
instant case because the new mark had already been in use for over ten years so that 
there had, in fact, been concurrent user over a long period of time, and because the 





LEGAL EFFECTS OF CONSENT 113 


goods sold under the respective marks, viz., soap and footwear, did not appear to 
the Court to be so closely related to each other as to bring about confusion. 

Another passage in this judgment is of importance in view of later developments. 
Whilst the Supreme Court confirmed that, under the law confusingly similar marks 
should not be allowed to co-exist, it stated that it was up to the owner of the earlier 
registration rather than to the Commissioner of Patents to protect the interests of 
the consuming public. 

In a later judgment (Jn re Curt Unger ex-parte, 70 Jurisprudencia Argentina 
912) the Supreme Court confirmed its previous finding and refused to widen the 
scope of the principle upon which such finding was based. It thus confirmed the 
ruling rendered by the Patent Office and upheld by the lower courts who refused 
registration of the mark “La Cubana” on “C. U. B. A.” despite the consent provided 
by the owner of the latter mark to the registration of the former in respect of “eggs.” 
The Supreme Court found that the distinguishing feature between this case and the 
Sol v. Sun case consisted in the fact that “the owners of the ‘C. U. B. A.’ regis- 
tration had not renounced the right to use their mark for those goods.” 

The efforts of applicants to secure a more liberal interpretation of the Sol v. 
Sun case were however successful in the case of Vernon & Co., Ltd., ex parte (1941 
Patentes y Marcas 158). Here the Supreme Court held that “Prestoband” could 
be registered for “gauze, bandages and cotton wool” in Class 2 despite an earlier 
registration of “Preloban” owned by the Argentine Bayer Company and covering 
all goods in Class 2. This Company had opposed the application but withdrew upon 
its being limited to the aforementioned goods. The Court regarded as sufficient the 
fact that Bayer, the opposer, had not expressly reserved its right to use the mark 
“Preloban” upon the goods for which it was willing to permit the registration of 
“Prestoband,” although it obviously did retain such right in view of the fact that the 
scope of its registration was not in any way restricted. The Court also stated that 
“Preloban” was being used by Bayer on a specific product which was sold upon 
doctors’ prescription and reached the conclusion that there was no danger of the 
public being misled or confused in the event of the two marks being concurrently 
used in connection with different goods.’ 

As will have been noted, ““La Cubana” was held not registrable because the owner 
of “C. U.B. A.” had not expressly renounced the right to use his mark on the goods 
to which the application was to be restricted, whilst in the later “Prestoband” case 
the Supreme Court granted the mark because the owner of the earlier registration 
had made no express reservation as regards such use. In other words, the rdles 
had been completely reversed. Furthermore, the Supreme Court made no more 
reference to the “special circumstances” mentioned in the Sol v. Sun case, although 
it had held on that occasion that only such circumstances could justify the coexistence 
of confusingly similar marks. 

The development we have followed has been brought to a logical conclusion by 
a judgment handed down recently by the Supreme Court (/n re Victor L. Yaiez, 
ex parte, 1942 Patentes y Marcas 129), in which the trade-mark “Haptinogeno” 


1. See Reporter, vol. 32, p. 56. 
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was held registrable over ‘““Haptinogenina” on the strength of a simple statement 
submitted by the owner of the latter mark to the effect that he renounced his right 
to oppose the grant of the former. The Court referred to the Sol v. Sun and 
Prestoban v. Preloban cases, adding that the consent given by the owner of the 
earlier mark was sufficient “since he would have been able to apply for the similar 
mark himself, without any possibility of such application being opposed by others, 
and then to transfer the registration by contract or bequeath it by will in accordance 
with Art. 9 of the law.” Apparently, the Supreme Court was not aware of the 
practice followed by the Patent Office in refusing to record the transfer of any mark 
unless similar marks in the name of the same proprietor are transferred simultane- 
ously. The validity of this administrative practice has never been tested in Court 
but the terms of the aforementioned judgment would appear to indicate that it is at 
least open to serious doubt. 

Following on the ruling of the Supreme Court, the lower courts are now grant- 
ing registration of trade-marks over confusingly similar ones on the strength of a 
simple withdrawal of opposition (Mimosas v. Las Mimadas, In re Pinasco y. Storchi, 
ex parte, 1942 Patentes y, Marcas 140). 

What are the practical consequences of the new interpretation of the law for the 
American trade-mark owner? Under Argentine law, the filing of an opposition 
within the legal period (30 days from publication) forces the applicant to institute 
legal proceedings in order to obtain registration of his mark. Thus, the risk of 
becoming involved in litigation is always inherent in any opposition filed in Argentina 
and in some cases trade-mark owners have preferred to withdraw rather than face 
the applicant in Court. If such withdrawal is not to be construed as an admission 
that the two marks are not in conflict or even as a consent, it would appear advisable 
to place on record a statement expressly pointing out the similarity between the 
two marks involved and calling upon the Commissioner to refuse registration despite 
the withdrawal of the opposition. 


LANHAM BILL (S. 895) PASSES HOUSE OF REPRESENTATIVES 


We have just received word from Congressman Fritz G. Lanham that S. 895, 
known as the Lanham Trade-Mark Bill, has passed the House of Representatives. 

Inasmuch as the Senate had previously approved S. 102, which is substantially 
similar to S. 895, the latter Bill will not have to pass the Senate again. A message 
is expected to be sent today to the Senate notifying it that S. 102 has passed the 
House with certain amendments and asking the Senate to concur in such amend- 
ments. These amendments, it will be recalled, have their origin partly in recom- 
mendations by the American Bar Association and partly in the proposals made by 
the Coordination Committee of the N. A. M., the United States Trade-Mark Asso- 
ciation and other groups. Ifthe Senate accepts the amendment without further con- 
ferences or changes, the Lanham Bill will, in the near future, be placed before the 
President for signature. 
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CUBA: STATUS OF INTERNATIONAL REGISTRATIONS AND 
TRADE-MARKS OF FRENCH NATIONALS 


We are indebted to our Havana collaborator, Sefior Pablo J. Oliva, for clarify- 
ing the situation with regard to the term of protection enjoyed by trade-marks reg- 
istered in Cuba under the Pan-American Convention relating to the registration of 
marks at the Havana Bureau. Our correspondent writes as follows: 


“No term is established in the Washington Convention for the duration of said 
registrations, and it has been assumed that said term is governed by the duration of 
the basic home trade mark, and that, before the expiration of the same, inter-Ameri- 
can registrations could be renewed. 


“Now, the Cuban Industrial Property Law in Chapter V, Art. 142, provides as 
follows: 


Trade-marks registered in Cuba under an International Treaty, once the application 
for registration is filed by the proper party, shall be governed, in all that relates to their 
procedure, duration of registration, issuance of title of ownership, lapsing, nullities, etc., 
exactly as if they were national trade-marks, giving the certificate the consecutive number 
that may correspond. 


“Tt is obvious,” our correspondent continues, “that under the above provisions, 
a uniform term of 15 years is granted for all kinds of trade-marks, whether they be 
direct or international registrations. 

“Therefore, it is very important that those of your members owning an Inter- 
American registration be guided accordingly, in order to avoid any misunderstand- 
ing that the duration of said registration is the same as the basic trade-mark.” 

Through the courtesy of Mr. Hugo Mock we are informed that the Cuban gov- 
ernment has gone much further than the United States government in sequestering 
the trade-marks of foreign nationals, and has seized or is seizing all trade-marks 
belonging to citizens of enemy countries or of countries controlled by the enemy, 
which would include France. Apparently also Cuba is not making any distinction 
between trade-marks of French nationals located in Occupied France and those 
located in Unoccupied France. 

While no action has been taken to dispose of any of these French trade-marks by 
the Cuban government, nevertheless, the situation is one which presents grave pos- 
sibilities in view of the fact that this action by far transcends any similar action by 
the United States government. 

The situation is being further studied and we hope to publish additional infor- 
mation in the next number of the Reporter. 


MEXICO WITHDRAWS FROM THE ARRANGEMENT OF 
MADRID 


According to a circular issued by the Swiss government, dated August 13, 1942, 
and published in the August issue of La Propriété Industrielle, the Secretary of 
State of Mexico has given notice that his government has decided to withdraw 
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from the arrangement of Madrid concerning the international registration of trade- 
marks in the Berne Bureau. According to article 17 bis of the Paris Convention of 
1883, the Arrangement will remain in force with regard to Mexico until March 10, 
1943. Trade-marks registered on the International Register will continue to be 
protected in Mexico until the expiration of the twenty-year period provided in 
article 6 of the Madrid Arrangement. 

It would appear from this circular that Mexico is withdrawing only from the 
Madrid Arrangement and not from the Paris Convention, so that the provisions of 
the latter will remain in effect. According to information received through the 
courtesy of our associate members, Briesen & Schrenk, the action taken by the 
Mexican foreign office was not preceded by any action on the part of the Federal 
Congress of Mexico. It would seem, however, that the Swiss Government and the 
International Bureau, in announcing the withdrawal, were either unaware of the 
absence of such Congressional action or are of the opinion that, for all practical 
purposes, the withdrawal is effective despite such lack of legislative authority. 


TRADE SLOGANS 


Since our last published list (vol. 32, p. 48), the following slogan has been 
entered in the records of the Association ; this service being rendered to all regular 
members without charge: 


“From a New Hampshire Farm to a New England Kitchen”—Henry F. Hurlburt, Jr. 


WANTED 


Until further notice, we will pay the sum of One Dollar ($1.00) for each 
copy of the June, 1941, Reporter, delivered in condition for binding. 


Fifty (50) cents each will be paid for two copies of the Bulletin for 
September, 1940. 


For Sale: Master Index to vols. 1-14 of the Reporter, cloth or buckram, 
$5.00. 


Master Index to vols. 15-26 of the Reporter, in either binding, 
$10.00. 


Amdur’s “Outline of Trade-Mark Law,” paper, $0.75, postpaid. 
Address : 


UNITED STATES TRADE-MARK ASSOCIATION, 
522 FirrH AVENUE, 
New York City. 
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